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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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1 )E3 Responsive to communication(s) filed on 20 October 2003 . 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-39 are rejected for the following reasons: 

In claims 1 , 29, and 38, it in unclear what the outcome will be; it is unclear how 
the call option is obtained; and it is unclear how the forward contract is issued. 

In claim 28, it is unclear what the outcome will be. 

In claim 30, it is unclear what the outcome will be and how the transaction 
between the first entity and second entity is structured. 

The remaining claims are rejected for their dependency upon the rejected claims. 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-39 are rejected for the following reasons: 

In claims 1, 28-30, and 38, the claimed invention is directed to non-statutory 
subject matter. The subject matter as claimed does not appear to be useful or tangible. 
In claims 1 , 28-30, and 38, it is unclear what the outcome will be. In claims 1 , 29, and 
38, it is unclear how the call option is obtained and how the forward contract is issued. 
In claim 30, it is unclear how the transaction between the first entity and the second 
entity is structured. 



Application/Control Number: 10/689,136 Page 3 

Art Unit: 3691 

The remaining claims are rejected for their dependency upon rejected claims. 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-39 are rejected under 35 U.S.C. 102(b) as being anticipated by Pushka 
(2002/0103852). 

Pushka discloses a method and corresponding system and computer program 
for optimizing investment performance comprising obtaining a call option from a second 
entity, wherein the call option includes a first maturity date; and issuing a forward 
contract to the second entity, wherein the forward contract includes a second maturity 
date(p.2, 17-27 and p.6, 114 to p.8, 133); the first entity includes at least one of a 
financial entity and a business entity (p.2, 17-27 and p.6, 1 14 to p.8, 133); the second 
entity includes at least one of a financial entity and a business entity (p.2, 17-27 and 
p.6, 114 to p.8, 133); the second maturity date is after the first maturity date (p.2, 17-27 
and p.6, 1 14 to p.8, 133); the second maturity date is before the first maturity date (p.2, 
17-27 and p.6, 1 14 to p.8, 133); the second maturity date is the same as the first 
maturity date (p.2, 17-27 and p.6, 114 to p.8, 133); the forward contract includes an 
obligation to transfer to the second entity at least one of dividends and distributions on a 
number of shares of stock of the second entity underlying the forward contract (p.2, 17- 
27; p.6, 114 to p.8, 133; and p.10, 166); the second entity pays a premium for the 
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forward contract (p.2, 17-27 and p.6, 1 14 to p. 8, 133); transferring the at least one of 
dividends and distributions occurs at maturity of the forward contract (p.2, 17-27; p.6, 
1 14 to p.8, 133; p.10, 166); transferring the at least one of dividends and distributions 
occurs before maturity of the forward contract (p.2, 17-27; p.6, 1 14 to p.8, 13; and p. 10, 
166); transferring the at least one of dividends and distributions occurs after maturity of 
the forward contract (p.2, 17-27; p.6, 114 to p.8, 133; p.10, 166); total shares 
outstanding of the second entity are reduced by the number of shares of stock of the 
second entity underlying the forward contract (p.2, 17-27 and p.6, 114 to p.8, 133); 
transferring the at least one of dividends and distributions causes at least one of income 
of the second entity to remain substantially constant and earnings-per-share of the 
second entity to increase (p.2, 17-27 and p.6, 114 to p.8, 133); the forward contract 
includes no obligation to transfer to the second entity at least one of dividends and 
distributions on a number of shares of stock of the second entity underlying the forward 
contract (p.2, 17-27 and p.6, 114 to p.8, 133); total shares outstanding of the second 
entity are reduced by the number of shares of stock of the second entity underlying the 
forward contract (p.2, 17-27 and p.6, 1 14 to p.8, 133); transferring the at least one of 
dividends and distributions causes at least one of income of the second entity to 
decrease and earnings-per-share of the second entity to remain substantially constant 
(p.2, 17-27 and p.6, 114 to p.8, 133); total shares outstanding of the second entity are 
reduced by a number of shares of stock of the second entity underlying the forward 
contract (p.2, 17-27 and p.6, 114 to p.8, 133); the call option includes a provision for 
assignment of the call option (p.2, 17-27 and p.6, 1 14 to p.8, 133); the forward contract 
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includes a provision for assignment of the forward contract (p.2, 17-27 and p. 6, 1 14 to 
p.8, 133); at least one of the call option and the forward contract provides a return to the 
second entity, wherein the return is substantially equivalent to tax-free interest (p.2, 17- 
27 and p.6, 1 14 to p.8, 133); first entity assumes the risk associated with at least one of 
the forward contract and the call option (p.2, 17-27 and p.6, 114 to p.8, 133); the second 
entity assumes the risk associated with at least one of the forward contract and the call 
option (p.2, 17-27 and p.6, 1 14 to p.8, 133); the first entity exercises the call option at 
maturity (p.2, 17-27 and p.6, 114 to p.8, 133); the first entity does not exercise the call 
option (p.2, 17-27 and p.6, 114 to p.8, 133); pricing at least one of the forward contract 
and the call option (p.2, 17-27 and p.6, 1 14 to p.8, 133); first entity and the second 
entity enter into the forward contract and the call option simultaneously (p.2, 17-27 and 
p.6, 1 14 to p.8, 133); and the first entity and the second entity first enter into one of the 
forward contract and the call option (p.2, 17-27 and p.6, 1 14 to p.8, 133). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lalita M. Hamilton whose telephone number is (571) 

272- 6743. The examiner can normally be reached on Tuesday-Thursday (6:30-2:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kalinowski Alexander can be reached on (571) 272-6771. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Lalita M. Hamilton 
Primary Examiner, 3691 
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Requirement for Information Under 37 C.F.R. § 1.105 



1 . Applicant and the assignee of this application are required under 37 CFR 1 . 1 05 to 
provide the following information that the examiner has determined is reasonably 
necessary to the examination of this application. 

2. In view of the nature of Applicant's assertions and submissions filed October 20, 
2003, a question of public use under 35 U.S.C. 102(b) is raised. 

Applicant is hereby requested to submit all evidence regarding the use of the 
claimed invention. 



In response to this requirement, please provide: 

1) the dates and the extent to which the claimed invention was put into use by the 
Applicant and to demonstrate with any relevant documentation, specifically, that the 
use is experimental and not subject to the 35 USC 102(b) statutory bar for public use 
more than one year prior to the date of filing of the Application. 

2) the citation and a copy of each publication which any of the applicants authored or co- 
authored and which describe the disclosed subject matter. 

3) the names of any products or services that have incorporated the claimed subject 
matter 

3. The fee and certification requirements of 37 C.F.R. § 1 .97 are waived for those 
documents submitted in reply to this requirement. This waiver extends only to those 
documents within the scope of this requirement under 37 C.F.R. § 1 .105 that are included 
in the applicant's first complete communication responding to this requirement. Any 
supplemental replies subsequent to the first communication responding to this 
requirement and any information disclosures beyond the scope of this requirement under 
37 C.F.R. § 1.105 are subject to the fee and certification requirements of 37 C.F.R. § 
1.97. 

4. In responding to those requirements that require copies of documents, where the 
document is a bound text or a single article over 50 pages, the requirement may be met by 
providing copies of those pages that provide the particular subject matter indicated in the 



requirement, or where such subject matter is not indicated, the subject matter found in 
applicant's disclosure. 

5. The applicant is reminded that the reply to this requirement must be made with 
candor and good faith under 37 CFR 1.56. Where the applicant does not have or cannot 
readily obtain an item of required information, a statement that the item is unknown or 
cannot be readily obtained will be accepted as a complete response to the requirement for 
that item. 



6. This requirement is an attachment of the enclosed Office action. A complete 
response to the enclosed Office action must include a complete response to this 
requirement. The time period for reply to this requirement coincides with the time period 
for reply to the enclosed Office action, which is THREE months. 



